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No. 9280

IN THE

United States Circuit Court of Appeals

For the Ninth Circuit

Farmers' Cooperative Exchange, Inc.,

Appellant,

vs.

Grover D. Turnbow, C. E. Gray and

Lederle Laboratories, Inc. (a corpo-

ration)
,

AppelleeSy

and

Farmers' Cooperative Exchange, Inc.,

Appellant,

vs.

Lederle Laboratories, Inc. (a corpora-

tion), Grover D. Turnbow and C. E.

Gray,

Appellees.

SUPPLEMENTAL BRIEF FOR APPELLEES.

By leave of Court first had and obtained, this

memorandum is submitted for the assistance of the

Court in view of the inquiry developed at the hearing

and not anticipated.

General Electric Co. v. Wabash Co., 304 U. S.

364 (overruling the 9th C. C. A., 80 Fed. (2d)

958, on Pacz Patent).

(Note) : All emphasis ours unless otherwise specified.



On the argument, your Honor Judge Haney in-

quired if the claims of the Lindstaedt patent in suit

were not defective for indefiniteness on the doctrine

of the above case.

An analysis of the General Electric case and of the

claims there in issue and of the facts pertaining

thereto, shows conclusively, we respectfully submit, a

clear distinction between that case and the present

one.*

As the Supreme Court indicated (page 368) a typi-

cal claim there in issue read

:

*' *25. A filament for electric incandescent

lamps or other devices, composed substantially of

tungsten and made up mainly of a number of

comparatively large grains of such size and con-

tour as to prevent substantial sagging and off-

setting during a normal or commercially useful

life for such a lamp or other device.'
"

The Court, in holding that this claim failed to make

a disclosure sufficiently definite to satisfy the require-

ments of the Patent Statutes, said (page 369)

:

*' Patentees may reasonably anticipate that

claimed inventions, improvements and dis-

coveries, turning on points so refined as the

granular structure of products, require precise

descriptions of the new characteristic for which
protection is sought. In a limited field the

variant must be clearly defined.'*

*Certiorari was granted in the General Electric ca.se. for one leason, no
doubt, that the Court of Appeals in the Second Circuit predicated its de-

cision on the testimony of a number of witnesses, where neither that testi-

mony nor the substance of the evidence to which their testimony was
directed, was before this Court in the Awraku case.



And in further criticism of the claim the Court said

(page 371) :

"The claim uses indeterminate adjectives

which describe the function of the grains to the

exclusion of any structural definition, and thus

falls within the condemnation of the doctrine

that a patentee may not broaden his product

claims by describing the product in terms of func-

tion. Claim 25 vividly illustrates the vice of a

description in terms of function."

It is apparent from what Justice Black there said

on the subject, that this Honorable Court in previously

having upheld that claim in the Anraku case, while

recognizing it as a "functional claim", however felt

that there was sufficient else in the claim to excuse it.

But, said the Supreme Court (page 371) :

"The Court of Appeals for the Ninth Circuit re-

lied on the fact that the description in the claims

is not 'wholly' functional. 80 F. 2d 958, 963. But
the vice of a functional claim exists not only when
a claim is 'wholly' functional, if that is ever true,

but also when the inventor is painstaking when he

recites what has already been seen, and then uses

conveniently functional language at the exact

point of novelty."*

"The Supreme Court in a footnote in that connection said (page 371):
"Presumably that court (the Ninth Circuit) would have assented to

the condemnation of other product claims of the patent in suit, con-

taining even less description than the ones under discussion:" (quoting
claims 28 and 29).

These claims 28 and 29 were unquestionably ''wholly" functional.



FUNCTIONAL CLAIMS PERMISSIBLE.

The Supreme Court, however, recognized permissive

and beneficial use of functional terms and said (page

371):

"A limited use of terms of effect or result,

which accurately define the essential qualities of

a product to one skilled in the art, may in some
instances be permissible and even desirable, but

a characteristic essential to novelty may not be

distinguished from the old art solely by its

tendency to remedy the problems in the art met
by the patent.'

n

THOSE "SKILLED IN THE ART" NOT INFORMED.

Further, says the Court (page 372)

:

''And we may doubt whether the language used in

Claim 25, taken by itself, conveyed definite mean-

ing to those skilled in the art of incandescent

lighting."

This comment is extremely well taken, because it

points out the failure of the claim, and of the Pacz

specification as well, that neither the claim nor the

specification gave the necessary" information for those
*

'skilled in the art". That, of course, is fatal in any

case.

As showing how little the Pacz specification and

claim taught, the Court appends this footnote (page

372):

"There is no showing whether, under estab-

lished principles in the science, the language indi-



cated grains extending across the width of fila-

ment, and if so whether the boundaries were

irregular, or regular but not perpendicular to the

axis of the filament ; or whether the language indi-

cated grains larger than the fine grains of

Coolidge 's thoriated filament but not large enough

to extend across the entire section, and if so what

type of boundaries existed.

''Indeed, those merely skilled might have sus-

pected the absence of crystals large enough to

extend across the entire section of the filament,

in view of the efforts of other patentees to avoid

such crystals,
* » * >>

That the Anraku case was recognized by your

Honors as an unusual one, is apparent from the quota-

tion from your Honors' opinion given at page 372

where the Supreme Court said:

"The Circuit Court of Appeals below suggested

that 'in view of the difficulty, if not impossibility,

of describing adequately a number of microscopic

and heterogeneous shapes of crystals, it may be

that Pacz made the best disclosure possible.

CLAIMS TO BE READ WITH REFERENCE TO THE
SPECIFICATION.

The Supreme Court recognizes the well known rule

that claims are to be read by reference to the descrip-

tive parts of the specification. It was pointed out

that the Pacz patent, apparently, did not describe the

invention any better in the specification than in the

claims, saying (page 373)

:



**Assuming that in a proper case a claim may
be upheld by reference to the descriptive part

of the specification in order to give definite con-

tent to elements stated in the claim in broad or

functional terms, the specification of the Pacz

patent does not attempt in any way to describe

the filament, except by mention of its coarse-

grained quality."

Note : The indefiniteness of the Pacz patent is shown

from the very statement in the Pacz patent itself

(lines 60-62) :

^'The probable reason why filaments made accord-

ing to my invention do not sag is that the struc-

ture is comparatively coarse grained.
'

'

That patent set up no standard by which the extent

of the claimed monopoly could be made. That was left

entirely to experiment based assumedly on the utility

of the product. In other words, according to the

patent and to the claim, it was only necessary that the

tungsten wire should be commercially useful. No such

extraordinary situation is supported by common sense

or any legal authority, and it is not surprising that the

Court fomid the claims invalid, because of want of

limitations as to size, contour, etc., of the tungsten

grains.

The astonishing fact is that in the only three re-

spects, viz., grain size, grain contour and extent of

sag, in which the product of the patent purported to

differ from the prior art, neither the specification nor

the claims defined, nor so much as suggested, any

limit.



The Pacz claims were invalid because they differed

from the prior art only in an indefinitely claimed de-

gree. A mere change in degree does not constitute

patentable invention. (Gnidet v. Brooklyn, 105 U. S.

550, 26 L. Ed. 1106.)

THE LINDSTAEDT PATENT AND CLAIMS.

We only need to contrast what has been said above

with the Lindstaedt claims and the Lindstaedt patent

to recognize the points of substantial differentiation.

The Lindstaedt claims in suit appear at pages 9-12,

inclusive, of our brief and are discussed in detail with

respect to their basis in the specifications, at pages

7-9, inclusive, and 52-66, inclusive, of our said brief.

Each and every of these Lindstaedt claims express, as

we have already pointed out [see e. g. pp. 52-53], the

invention ''quantitatively" as well as ''qualitatively".

In short, each and e:YQYj of these claims specify the

ingredients as well as the quantity or proportion of

such ingredients. Although the quantity is not ex-

pressed in percentage figures, it is stated, in every in-

stance, that the nicotine is a "lethal sized dose" (e. g.

claim 3) or a "dose normaUy parasiticidal to said

parasites and lethal to the subject being treated on

ingesting the same alone" (e. g. claim 6).
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EACH CLAIM A SEPARATE PATENT.

As the late Judge Ross said, in charging the jnry

in United Nickel Co. v. Central Pacific R. Co. (C. C,

N. D. Calif.), 36 Fed. 186, at 188:

''Each claim is, in effect, a separate and distinct

patent."

That claims are always to be read with reference to

the disclosures in the specifications is elementary. This

Court recognized that principle in the Research v.

Tretolite case, 106 Fed. (2d) 530, 534, citing Carnegie

Steel V. Cambria, 185 U. S. 403.*

THE LINDSTAEDT PATENT EXPLICIT WHERE PACZ WAS
FATALLY DEFICIENT.

FOR MATERIALS: The Lindstaedt specification

defines the preferred alkaloidal toxic substance as

follows (1:1:20-23):

"Alkaloidal substances such as nicotine, coniine,

or their salts such as the sulphates, in sufficient

quantity, are effective for destrojang parasites

such as round worms in animals."

(See Brief, pp. 58-61.)

*It is to be observed that defendant's counsel here was attorney for
Tretolite in that case and they relied stiongly on the Carnegie Siecl case,

as seen by reference to their brief (page 27 thereof) where they quoted
this Carnegie-Cambria case as follows:

"Whether the claim would be void if construed to include cupola
metal jt is unnecessary to consider. It clearly includes metal from
blast furnaces, and is not rendered void by the possibility of its in-

cluding cupola metal. The claim of a patent must always be ex-
plained by and read in connection with the specification, and as this

claim clearly includes metal taken from blast furnaces, the question
whether it includes every molten metal is as much eliminated from
our consideration in this case as if it were sought to show that the

word 'metal' might include other metals than iron." (4fi L. Ed. p.

1>84.) (Emphasis ours.)



Plaintiffs and defendant both use nicotine sulphate.

Colloidal substances is then defined by the patentee

as follows (1:2:6-23):

''An organic substance of colloidal nature is pre-

ferred due to the fact that such substance forms

with an alkaloidal substance a product which pro-

vides efficacious and thorough destruction of para-

sites such as round worms. Also, with an organic

substance of colloidal nature, relatively large

quantities of alkaloidal substance may be admin-

istered therewith, without undue shock to the ani-

mal. Proteins such as hide-glue, casein powder,

peanut meal, pea meal and soy bean meal, are

some of the substances of colloidal nature which

are satisfactory; substances such as kamala
powder, tragacanth powder, powdered Indian

gum, powdered agar-agar and powdered shellac,

all of the class of gums and resins, are also satis-

factory; also, powdered starch, which is a carbo-

hydrate, and powdered soap, may be used."

(See Brief, p. 62.)

Plaintiffs and defendants both use a colloidal hold-

ing substance in combination with nicotine sulphate.

FOR PROPORTIONS: The specification and

claims call for "a toxic substance in quantity greater

than the normally lethal dose". A lethal dose is de-

scribed (1:1:23-33) as follows:

''If any of these substances (nicotine) are admin-
istered alone, it has been found that quantities

thereof sufficient to destroy the parasites will also

destroy the life of the animal. For example, 5 to

10 milligrams of an alkaloidal substance, such as

pure nicotine or nicotine sulphate, is a lethal dose
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when placed in the mouth of a chicken. Quanti-

ties less than this amount are not efficient for the

destruction of the parasites. In view of this, the

use of these compoimds alone is impractical."

The latitude as to quantity is illustrated in the

patent (1:1:42-50):

*^When the toxic substance is used with any of

these substances, a quantity, in excess of that

which is normally a lethal dose, may be employed,

thus effecting an efficient and thorough destruc-

tion of internal parasites. As an example, 70 to

80 milligrams of alkaloidal substance may be ad-

ministered in this fashion to a chicken, without

destroying its life."

TEACHING BY EXAMPLE. In order that there

be no misunderstanding, the patentee goes on to give

a prescription, as follows (1:2:24-29) :

"In preparing the parasiticide, it is preferred

to form approximately one gram pellets, contain-

ing 70 to 80 milligrams of any of the described

alkaloidal substances and about 900 to 1000 milli-

grams of any of the described substances of col-

loidal nature.
>>

Plaintiffs' and defendant's preparations practically

coincide. (See Brief, pp. 46-9.)

In this connection it may be worthwhile to refer

to some of the cases cited by the Supreme Court in

the General Electric case, evidently with approval, and

also other comparable leading cases bearing on the

issue here before us.
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Re Smith v. Goodyear, 93 U. S. 486, cited in the

footnote, p. 374.

In that patent, as the Court said at page 493

:

''The claim as stated is, 'A plate of hard rubber

or vulcanite, or its equivalent, for holding artifi-

cial teeth or teeth and gums, substantially as de-

scribed;' that is, plainly, formed as described."

That claim was sustained, and for the reason, said the

Court at page 493, that ''the claim refers in terms to

the antecedent description, without which it can not be

understood".

Re Mitchell v. Tilghmmi, 19 Wall. 287.

Strangely enough, the Court refers to this Tilghnmn

case, but failed to note that it was reviewed and over-

ruled in 102 U. S. 707, Tilghmam v. Proctor, where the

Court, speaking by Mr. Justice Bradley, observed, at

page 729

:

"He only claims the process of subjecting to a

high degree of heat a mixture continually kept

up, of nearly equal quantities of fat and water

in a convenient vessel strong enough to resist the

effort of the mixture to convert itself into steam.

This is most certainlj^ a process. It is clearly

pointed out in the specification, and one particu-

lar mode of applying it and carrying it into effect

is described in detail. * * * he claims as his in-

vention 'the manufacturing of fat acids and
glycerine from fatty bodies by the action of water

at a high temperature and pressure'. The true

construction of this claim is to be sought by com-

paring it, as we have already done, with the con-

text of the specification;" (Emphasis by the

Court.)
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Note here again that the claim is interpreted by refer-

ence to the specification. The Court emphasizes such

construction on the following page, where it says:

"This is the process which the patentee claims to

have invented; and this description of it gives

the proper construction and qualification to the

claim." (Emphasis ours.)

Re Eih&l Co. v. Paper Co., 261 U. S. 45.

This case is universally I'ecognized as a leading case,

unmodified by modern trend of decisions, and in which

the claims in issue, while not subject to the ^dce of

the Pacz patent in the General Electric case, certainly

were no more definite, and we submit were less definite,

to the layman at least, than are the claims in the

instant case. There, as here, they were perfectly clear

not only to the man skilled in the art but to the Court

as well.

Thus, merely to quote claims 1 and 12 there in issue

(261 U. S. 50-51) :

'*1. A Fourdrinier machine having the breast-

roll end of the paper-making wire maintained at

a substantial elevation above the level, whereby

the stock is caused to travel by gravity rapidly,

in the direction of movement of the wire, and at

a speed approximately equal to the speed of the

wire, substantially as described."

*'12. Tn a Fourdrinier machine, a downwardly-

moving paper-making wire, the declination and

speed of which are so regulated that the velocity

of the stock down the declining wire, caused by
gravity, is so related to the velocity of the wire

in the same direction, that waves and ripples on
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the stock are substantially avoided and the fibers

deposited with substantial uniformity on the wire,

substantially as described.
'

'

Chief Justice Taft at pages 70-71, after quoting

claim 12 above, said:

'

' This comes nearer to being a process claim but

whether it is or not the defendant infringes it."

Even though the claims did not specify either the

degree of pitch or the speed of travel, evidently the

Court learned that from other sources than from the

claims themselves.

In sustaining the patent and finding infringement,

the Court continued (p. 71) :

''The evidence discloses that after the suit was
brought, the defendant reduced the pitch of one

of its machines to six inches and the contention

of defendant is that the machine ran as well and
gave as good results as when its pitch was 15

inches. We are not called upon to decide whether

this contention can be sustained because the re-

duction was after the bill was filed. It may be

noted, however, that the admissions of witnesses

seem to show that this reduction was made for

purposes of the suit and that immediately after

the defendant won the suit in the Circuit Court

of Appeals, it restored the pitch of this machine
to 15 inches, and when the decree of the Circuit

Court of Appeals proved not to be final, the wire

was lowered again to a 6-inch pitch."

Previously at page 63 Judge Taft, who was ad-

mittedly a great patent judge, admonished

:
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'^In administering the patent law the court first

looks into the art to find what the real merit of

the alleged discovery or invention is and whether

it has advanced the art substantially. If it has

done so, then the court is liberal in its construction

of the patent to secure to the inventor the rewai'd

he deserves.'*

Re Gmeral Electric Co. v. Mallory, 298 F. 579

(2 C. C. A.) (certiorari denied 266 U. S. 609,

69L. Ed. 466).

As showing both how the Circuit Court of Appeals

for the Second Circuit which disagreed with this

Court in General Electric v. Wabash, and how the

Supreme Court distinguished between claims for simi-

lar subject matter, as to definiteness and indefiniteness,

we need only refer to the Mallory case above, where

one of the claims in issue, which was sustained, reads

as follows

:

"12. In an incandescent lamp, the combina-

tion of the lamp bulb, a tungsten filament therein,

and a gaseous filling; the effective diameter of

the filament being sufficiently large, and the heat

conductivity of the filling being sufficiently poor,

to permit the lamp to be operated with a filament

temperature in excess of that of a vacuum
tungsten lamp operating at an efficiency of one

watt per candle and with a length of life not less

than that of such a lamp.'*

(For this claim see the so-called "Nitro-Tungsten

case", 261 Fed. 606, cited in preface to Mallory case,

p. 580.)
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In sustaining the claim, and after observing (p.

582) that judges sit ''not as scientists but as weighers

of evidence", Judge Hough went on to say (p. 587) :

''There is much rediscussion of filament dia-

meters, but its applicability to the claims in suit

centers around the patentee's phrase of 'effective

diameter'. What Langmuir saw, and we still

think he was the first to see it, was that the fila-

ment for a gas-filled lamp must be large, which

involved the use of a large wire. But he also saw
that it was possible, by coiling, to make a reason-

ably fine wire (which in other respects was desir-

able) act like a large wire. Thus he produced

a filament of effective size, which on dissection

can by certain quibble or play upon words be

called a fine wire.

"We considered in our first decision the whole

question of the terminology of the claims as well

as of the disclosure. It is really covered by the

doctrine so thoroughly discussed in Eibel Co. v.

Minnesota & Ontario Paper Co., 261 U. S. 45, 43

Sup. Ct. 322, 67 L. Ed. 523. Eibel Process Co. v.

Remington-Martin Co., 234 Fed. 624, 148 C. C. A.

390. The point is that, while critics may point

out, and have pointed out, indefiniteness in lan-

guage, the practical man acquainted with the art

has been proven perfectly able presumably to use

the patent in making what Langmuir 's assignees

made first, witness the multitude of infringements

productive of litigation. Patents often lend them-

selves to fine-spun theories; but it is singular how
plain they are, if they are worth anything, to the

man who wishes to infringe for profit."
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Re Allen Filter Co. v. Star Metal Mfg. Co., et

al., 40 F. (2d) 252 (3 C. C. A.) (certiorari

denied, 282 U. S. 848).

The claims involved and contested (unsuccessfully)

as indefinite, were as follows (p. 253) :

''His claim 1 is for 'a water cooler comprising an

ice box having a water inlet and a water outlet,

a resilient refrigerating coil connected at oppo-

site ends to said inlet and outlet respectively, said

coil having bends or convolutions graduated in

height, the bottom most of said coils resting on

the bottom of said ice box'. Claim 2 differs from
claim 1 only in that it calls for a resilient coil

having bends or convolutions graduated in cir-

cumference as well as height."

In reversing the lower Court and sustaining the

claims, the Court said (p. 254) :

''But the resiliency of the metals employed in

the prior art is so slight as to be negligible and
functionless. Mull employed a coil 'of such

resiliency * * * that the coil is not liable to be-

come damaged when a fresh cake of ice is placed

in the water cooler, and in contact with the coiP.

The difference is not one of degree but in func-

tion and result. It is precisely the difference be-

tween failure and success. Nor is patentability

defeated because the boundary line between coils

coming within the patent and those falling out-

side it is not marked with equatorial precision.

It would have been difficult, if not impossible, to

mark it more definitely. It is as fixed and cer-

tain as was the boundary in Van Heusen Products

V. Earl & Wilson (D. C.), 300 F. 922. It is suffi-

ciently obvious to enable those skilled in the art
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to locate it. The law requires nothing more. Eibel

Co. V. Paper Co., 261 U. S. 45, 43 S. Ct. 322, 67

L. Ed. 523. We think the claims are valid."

Dated, San Francisco,

March 8, 1940.

Respectfully submitted,

Chas. E. Townsend,

Roy C. Hackley, Jr.,

Attorneys for Appellees.

Townsend & Hackley,

Jack E. Hursh,

Of Cowfisel.




